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As background, the March Action states: 

^p^^sTtFw* under 35 usc § 102(b) as 

amounts that fall within £™^h»?£ f ( f " ^ Ct) in 

Applicants responded by exnlairW m th„ 
. i y explaining (1) the compositional feature of the nresenf 

c»™.«™ <,) ,„„ (b) ^ m „ wfioii ^ 

accumulation as body fat (see na& P i n , * 

this effect is Crated in Exarnp.e 8 ). ^ 
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Constituent (c) provides the stability in low temperatures of the oil or fat 
co^osHion (see page 7, Knes 3-16 of the specification; this effect is demonstrated in 

Constituent (d) serves to inhibit smoking and foaming at co ok in e using the oil or 
* composttton (see pa ge o, lines 2S to pa g e 7, line 7 of the specification; thi effect is 

demonstrated in Example 9). 

of M L ™ M T dtSCl ° SeS 4 triSlyCende C ° mP0SitiOn C ° ntaming 1 t0 95% ^ we lght 
of M L. This M 2 L content 0 ver,a ps with constituent (b) of the present invention 

Another constituent of the triglyceride composition is 5 to 65 % by weight of ^ 
u a C 18 unsaturated fatty acid , and tes the ' 

— ent (a) of the present invention, and in the sole example, ,he proportionlf 
medtum-cha.n fatty acids to all the fatty acids as constituents of the oil or fat 
compete »" on "product (SP-J, - is calcuiated at 28.1* by weight from the table in 
column 4, From this it is appare „t that Ae ^ . ^ rf ^ 

satisfy constituent (a) of the present invention. 

The effect of Cain's triglyceride composition is to i mprove digestibility . TMs 
dtgestibi ty is measured by the rate of ^ hydrolysjs Qf & 

00^3,^44*59). Thefirsteffectoftheoilorfatcompositionofthepresent 
application „ to provide less accumulated as body fat , ^ ^ ^ ^ 

actual y measuring the visceral fat and subcutaneous fat through an experiment using J 
ammal Example g, particularly Table 6). Good digestibility is not the same as 
accumulation as body fat. In fact, good digestibility has nothing to do with less 
accumulation as body fat. This is because where a particular food is less accumulated or 
not is a problem after it was digested. 

Therefore, from both of the composition aspect and the aspect of the desired effect 
ofthe present invention, the invention of the present application is not anticipated by 
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The March Action also included . lack of patentability ("obviousness") rejection 
which stated. J 

"Claims 26 and 28 are rejected under 35 USC «103fa) as 
being unpatentable over Cain (5,681,608). U!>y -* wi W ^ 

chain fml n ^f°J * ^ PT °? m CCm P 0Sed of ""saturated Ions 
S£ £,» « £ l medlUm fatty acids (see abstract > « ^oums 
JlS f ^ rangC * at h Set forth in the ThTproduc, 
is made from the interesterification of fats (column 3 lines 16 23 T 
Diglycendes are included as reactants in the process of mlht l. 
product. Although the specific amount of digylcer L flST* 
indicated m claim 26 is not specifically rnenU^X the e L«ces 
one of ordinary skill in the art would have expected CanT™ 

Also at column 3, Unes 4-U the use of the product in food products 
Jto emulstons and infant formulas is contemplated. Food prolcts ' 
that mclude both water and oil in them typically contain emuTsS 

S l h V aimn E m 3 f °° d produot ' es P ecial ly infimt formula 
would have been an obvious addition to the product in order to meet 
the dietary needs of the consumer." ^""-tomeet 

The same points and deficiencies in Cain hold true against the obviousness 
rejection as well As explained above Cain does not anticipate the invention of the 
present application. Therefore, even if a diglyceride or a monoglyceride or vitamin E is 
incorporated into the triglyceride composition of Cain, the present invention is not 
reached. Thus, new cla lms 39 and 41 corresponding to claims 26 and 28 are patentable 
over Cain. 

The rejections based upon Cain by itself were withdrawn in the current Action 

Paper No .38. 

Applicants now address the single prior art-based rejection in Paper No. 33, 
Claim 35 is indicated to be free of the prior art. 
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29 
30 
31 

none 

32 

33 

34 

35 



Con-elarion between new set of claims and the March Claims is as follow , 

N£WCIaimS March Claims 

36 

37 

38 

39 
40 
none 
none 
41 

The current (August) Action says: 

''^"w 29-34 are rejected wider 35 USC §I03fa) as hfin., 
unpatentable over Baer et al (5,308.640) in view of Cam ( \ « A 

SStmST eVidSnced by Chiraflsi (4 ' 269 ' 8 ^ « ^ 

are fneSf "j 5 ^* 2 ° W gl ' easineSS French *at 

are tried in oil. At Table 1 , samples C and E, reduced calorie fats 
are shown to contain liquid SPE, solid SPE and medimn Tl 
triglyceride. The liquid SPE are defined at colul 6 Tnes 3 38 to 

sn^^^i^^^ (see 

cla 5 ^T, fa " Wlthin 1116 ran ^ e that - e s * K m the 
claims. The product „ made from the interesterification of fats 

ord nTv ki^M 6 " 233 ' 11 W0UW ^ b6en ^vious to one having 
ordinary skill ln the art to utilize the MCT of Cain in the oil 

u^aTblfor m Mder t0 « fOT ^ - * 

have be^edllSf m °« ° f * ° f MCT oils that coul d 

is suitaMe forfr^no it ° m ^ m ° rd " t0 P rovide for ™ °« that 
is suitable for frying. It ls appreciated that the oil of Baer is not 

disclosed to have enhanced anufoaming but the liquid SPE of Baer 
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are also well known emulsifiers in foods. These emulsifiers are also 
well known ana-foaming agents (see column 6, lines 43-55 of 
Chirafisi and column 3 5 lines 47-67 of Suwa (5,378,484). Thus even 
though there is no disclosure in Baer as to the use of the liquid SPE's 
as anti-foaming agents, this anti-foaming property would have been 
inherent to the use of a liquid SPE in Baer." 

The rejection is not fairly based on the applied prior art and the reasons given in 
support for it are incorrect. Although the examiner refers to "Cain's MCT, a closer 
examination will reveal Cain does not disclose MCT. "MCT" means medium chain 
triglyceride as described in column 13, lines 7 to 23 of Baer. Therefore, what is meant by 
the assertion "It would have been obvious to one having ordinary skill in the art to utilize 
the MCT of Cain in the oil composition of Baer" is unclear as there is no basis in Cain for 
making such a statement. 

Further, since, in Fat Composition C and Fat Composition E in Table I of Baer, to 
which the examiner refers, the amounts of liquid SPE used are large (76.0% and 85,5% of 
the whole Fat Composition, respectively), thus even if it were possible to use "Cain's 
MCT in place of the "medium chain triglyceride", the invention of the present 
application could not have been reached. This is because liquid SPEs are liquid sucrose 
polyesters, and, in the present invention, the proportion of sucrose fatty acid esters is at 
most only 6% of the whole oil or fat composition. 

Furthermore, there is no description nor suggestion in Baer regarding constituents 
(a), (b) and (c), or the constituents (a), (b), (c) and (d), and in particular effects obtained 
from them in the invention of the present application, There is no suggestion in Cain 
either as to constituents (a), (b) and (c), nor constituents (a), (b), (c) and (d), much less 
any idea of the desirable effects obtained therefrom in the invention of the present 
application. Therefore, even if both Cain and Baer were combined, under the teachings 
of Chirafisi and Suwa which only show that the liquid SPEs of Baer "are also well known 
anti-foaming agents", one skilled in the art could never have reached the present 
invention. 
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As apparent from the above, the invention of the present application is not 
unpatentable over Baer et al in view of Cain and as further evidenced by Chirafisi ot 
Suwa, and therefore this rejection under 35 USC §103(a) should be withdrawn. 

Reconsideration and favorable action are solicited. 

Respectfully submitted, 
NIXON & VANDERHYE P,C. 



By: 



Arthur R, Crawford 
Reg. No. 25,327 

ARC:eaw 

1 100 North Glebe Road, 8th Floor 
Arlington, VA 22201-4714 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 



-9- 

PAGE 10/10 * RCVD AT 12/12/2003 7:40:08 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/24 * DNIS:2731403 * CSID:/03 816 4100 * DURATION (mm-ss):0244 



